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Intellectual Property Clauses in
CSRAs
 and Incoming MTAs

1. Requirements for licensing future technology (option agreements, licenses, IP
 ownership, etc.)

a. Requirement: Must fall into one of IRS Revenue Procedure 2007-47’s Safe Harbors or submit to C.F.O. for approval as private business use and follow compliance restrictions.  

i. 2007-47 Safe Harbor for granting exclusive rights (3 requirements):

(1) Basic research: The research must be an original investigation for the advancement of scientific knowledge not having a specific commercial objective.  
(a) May not be product testing.  
(b) Must preserve meaningful publication rights.  
(c) Institution must have unrestricted rights to the data (ownership or use).
(2) Option to negotiate: The IP terms can’t set the price for invention until it’s created.  All we can promise is that if an invention is created, the sponsor will have an option to negotiate a license
(a) Don’t pre-set royalty rates or amounts
(b) Don’t provide a cap or limit on royalties, annual payments, etc.
(c) Don’t roll follow-on technology into a license for current technology
(3) The Sponsor’s license costs must be no better than anyone else’s would be—they must be competitive.  

OR

ii. 2007-47 Safe Harbor for granting nonexclusive rights (3 requirements):

(1) Basic research: The research must be an original investigation for the advancement of scientific knowledge not having a specific commercial objective.  

(a) May not be product testing.  

(b) Must preserve meaningful publication rights.  

(c) Institution must have unrestricted rights to the data (ownership or use).
(2) Institution determines the research to be performed and determines the manner in which the research is to be performed.  If a protocol is specified, the contract must have language stating the preceding sentence.

(3) Institution must retain title to any invention 

b. Requirement: Technology Transfer Office (“TTO”) approval required in the following circumstances to ensure we don’t create conflicts between different CSRAs, MTAs, and licenses.  TTO also provides input as to advisability of IP clauses for preserving commercialization potential.
i. Get TTO approval if the agreement would provide exclusive rights to technology (other than an option agreement)

ii. Get TTO approval if any rights to background IP are given.
iii. For MTAs, get TTO approval if 

(1) the PI is working with TTO on commercializing related technology or has submitted an invention disclosure. 

2. Government grants and contracts


a. Acceptable if they specifically incorporate Bayh-Dole.

b. The following categories of grant/contract do NOT use Bayh-Dole and must be reviewed by counsel for private business use:

i. Declarations of Exceptional Circumstances

ii. Other Transactions

iii. Some “TIAs” (Technology Investment Agreements)

3. Details of option to negotiate for an exclusive license

a. Duration generally < 6 months
; and
b. no right of last refusal (NIH guidelines); and
c. Institution retains control of prosecution 

i. to ensure all fields of use get patented

ii. to ensure that if prosecution is dropped in part, that second-tier stakeholders get adequate notice and opportunity to pursue

iii. to ensure aggressive prosecution (avoid shelving)
For corporate materials providers, have the PI acknowledge awareness that an option to negotiate for an exclusive option may “lock in” the materials provider as the only possible source of corporate funding. 
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� Corporate Sponsored Research Agreements.  This checklist does not apply to clinical trial agreements.


� Material Transfer Agreements


� Intellectual property


� NIH 1994 Guidelines, DEVELOPING SPONSORED RESEARCH AGREEMENTS:  CONSIDERATIONS FORRECIPIENTS OF NIH RESEARCH GRANTS AND CONTRACTS, 


59 Fed. Reg. 55674, November 8, 1994
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